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Advisory Actimi ^^^^ \iWl^ ^ 


09/912,755 


MILLIORN, J. MICHAEL 




Examinor 

MarkT Henderson 


Art Unit 

3722 





"Tho MAILING DA TE of this cormm^siSmoh appears on the covor she&t with the correspondence address - 

THE REPLY FILED 04 February 2004 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE. 
Therefore, further action by the applicant is required to avoid abandonment of this application. A proper reply to a 
final rejection under 37 CFR 1.113 may on|y be either: (1) a timely filed amendment which places the application in 
condition for allowance; (2) a timely filed Notice of Appeal (with appeal fee); or (3) a timely filed Request for Continued 
Examination (ROE) in compliance with 37 CFR 1.114. 

PERIOD FOR REPLY [check either a) or b)] 

a) ^ The period for reply expires 3_months from the mailing date of the final rejection. 

b) dj The period for reply expires on; (1 ) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichever is later. In no 

event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection. 

ONLY CHECK THIS BOX WHEN THE FIRST REPLY WAS FILED WITHIN TWO MONTHS OF THE FINAL REJECTION. See MPEP 

706.07(f). 

Extensions of time may be obtained under 37 CFR 1.136(a). The date on which the petition under 37 CFR 1 .136(a) and the appropriate extension fee 
have been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The appropriate extension fee under 
37 CFR 1.17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally set in the final Office action; or (2) as set forth In 
(b) above, if checked. Any reply received by the Office later than three months after the mailing date of the final rejection, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

!□ A Notice of Appeal was filed on . Appellant's Brief must be filed within the period set forth in 

37 CFR 1.192(a), or any extension thereof (37 CFR 1.191(d)), to avoid dismissal of the appeal. 

2. n The proposed amendment(s) will not be entered because: 

(a) □ they raise new issues that would require further consideration and/or search (see NOTE below); 

(b) □ they raise the issue of new matter (see Note below); 

(c) □ they are not deemed to place the application in better form for appeal by materially reducing or simplifying the 

issues for appeal; and/or 

(d) □ they present additional claims without canceling a corresponding number of finally rejected claims. 

NOTE: . 

3. n Applicant's reply has overcome the following rejection(s): . 



4. n Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment 

canceling the non-allowable claim(s). 

5. ^ The a)n affidavit, b)n exhibit, or c)M request for reconsideration has been considered but does NOT place the 

application in condition for allowance because: See Continuation Sheet 

6. n The affidavit or exhibit will NOT be considered because it is not directed SOLELY to issues which were newly 

raised by the Examiner in the final rejection. 

7. M For purposes of Appeal, the proposed amendment(s) a)S will not be entered or b)n will be entered and an 

explanation of how the new or amended claims would be rejected is provided below or appended. 

The status of the claim(s) is (or will be) as follows: 

Claim(s) allowed: . 

Claim(s) objected to: . 



Claim(s) rejected: 13-21, 23-33 . 
Claim(s) withdrawn from consideration: 



80 The drawing correction filed on is 3)0 approved or b)n disapproved by the Examiner. 

9.n Note the attached Information Disclosure Statement(s)( PTO-1449) Paper No(s). . 
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Continuation Sheet (PTOL-303) 
09/912,^55 



Application No. 



Continuation of 5. does NOT place the application in condition for allowance because: applicant has admitted on page 4 of the 
specification, Par. 0022, lines 4 and 5, that the adhesive layer is "commonly known in the art as a rubber based hot melt adhesive" such 
as that "sold by AVERY DENNISON under the trade name FASSON R10. Applicant further discloses that it has a "wide service 
temperature range of -40 degrees Celsius to 50 degrees Celsius". Since applicant has disclosed this adhesive to be "commonly used in 
the art", applicant has declared that this adhesive can be used as admitted prior art. Therefore, the examiners rejection has been 
maintained . 
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Application No. ( j 

09/912,755 



Examiner 

Mark T Henderson 



Applicant(s) 

MILLIORN, J. MICHAEL 



Art Unit 

3722 



" The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- (f the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- tf NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the OfTice later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1704(b). 

Status 

1 )I3 Responsive to communication(s) filed on 30 September 2003 . 
2b)M This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 1-11,13-21 and 23-33 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

' 5)n Claim(s) is/are allowed. 

6)13 Claim(s) 1-11,13-21 and 23-33 is/are rejected. 
- 7)n Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner 

Applicant may not request that any objection to the drawlng(s) be held in abeyance. See 37 CFR 1 .85(a). 
Reptacement drawing sheet(s) including the connection is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fomri PTO-152. 

Priority under 35 U.S.C. §§ 119 and 120 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)nAII b)n Some*c)n None of: 

Certified copies of the priority documents have been received. 
Certified copies of the priority documents have been received in Application No. . 



iO 

2.n 

30 



Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1.78. 



Attachment(s) 

1) M Notice of References Cited (PTO-892) 

2) CD Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 



4) n Interview Summary (PTO-413) Paper No(s). 

5) n Notice of Informal Patent Application (PTO-1 52) 

6) □ Other: 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 11-03) 



Office Action Summary 



Part of Paper No. 13 
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Art Unit: 3722 



DETAILED ACTION 



Faxing of Responses to Office Actions 



In order to reduce pendency and avoid potential delays, TC 3700 is encouraging 
FAXing of responses to Office Actions directly into the Group at (703)872-9302 (Official) and 
(703)872-9303 (for After Finals). This practice may be used for filing papers which require a fee 
by applicants who authorize charges to a PTO deposit account. Please identify the examiner and 
art unit at the top of your cover sheet. Papers submitted via FAX into TC 3700 will be promptly 
forwarded to the examiner. 

1. Claims 1, 14, 17 and 29 have been amended for further examination. Claims 12 and 22 
have been canceled. 
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Claim Rejections - 35 USC § 103 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1-11, 13-21 and 23-33 are finally rejected under 35 U.S.C. 103(a) as being 
unpatentable over Scott (6,420,006) in view of appHcant's admittance. 

Scott discloses in Fig. 2-5, an adhesive label comprising: polypropylene material; a first 
section (16a), a second section (24) each having a first side (20) and a second side (18), wherein 
the first side of the first section is contiguous with the first side of the second section, and wherein 
the second section forms a non-adhesive tab portion (24) extending fi:*om an edge (b) of the first 
section; a releasable adhesive layer (28) covering the first side (20) of the first section and 
configured such that the degree of adhesion is uniform such that the entire label detaches fi-om a 
substrate surface (10) when the tab is pulled upon. Scott also discloses wherein the second side of 
the first portion is adapted to be written upon (Col. 4, lines 23-26). Scott fiirther discloses: 
wherein the second section tab portion extending fi-om the first section, wherein the second 
section tab portion has an edge (b) interconnected with the edge of the first section; and a label 
liner (38) holding a plurality of labels (Fig. 8-14), and adapted to form a roll (Fig. 15). 
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However, Scott does not disclose: a label adapted to remained adhered to a substrate 
during exposure to various temperatures ranging between -40 degrees Celsius and 50 degrees 
Celsius and the entire label can be removed from the substrate after exposure to temperatures 
ranging from -40 degrees Celsius and 50 degree Celsius; and wherein the second side accepts 
printing related to food safety labeling systems; and wherein the interconnected edges form a 
rounded edge. 

Applicant has admitted in the Specification on page 4 to the use of an adhesive which is 
adapted to remain adhered at temperatures ranging from -40 degrees Celsius to 50 degrees 
Celsius, yet is easily removable at the same temperatures. 

Therefore, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to modify Scott's label to include adhesive which can remain adhered at 
temperatures ranging at -40 degrees Celsius to 50 degrees Celsius as taught by Applicant's 
admittance for the purpose of providing adhesion to an item exposed to various degrees of 
temperatures. 

In regards to Claims 7-11 and 23-33, it would have been obvious to one having ordinary 
skill in the art at the time the invention was made to include any desirable indicia on the second 
side of the label such as food related indicia, since it would only depend on the intended use of the 
assembly and the desired information to be displayed. Further, it has been held that when the 
claimed printed matter is not fimctionally related to the substrate it will not distinguish the 
invention from the prior art in terms of patentability. In re GulacklM USPQ 401, (CAFC 1983). 
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Also, in the present case, there appears to be no new or unobvious structxxral relationship between 
the printed matter and the substrate. Mere support by the substrate (second side surface) for the 
printed matter is not the kind of functional relationship necessary for patentability. Thus, there is 
no novel and unobvious functional relationship between the printed matter and the substrate that 
is required for patentability. 

In regards to Claims 9-11, 26-33 with respect to the ink color, matters related to the 
choice of ornamentation producing no mechanical effect or advantage considered to constitute the 
invention are considered obvious and do not impart patentability, In re Seid 73 USPQ 431. 
Therefore, it would be obvious to one having ordinary skill in the art to modify the Scott 
reference with ink color of any desirable color, since the ink color would depend on the intended 
use of what the user wanted to display. Furthermore, a recitation of the intended use of the 
claimed invention must result in a structural difference between the claimed invention and the 
prior art in order to patentably distinguish the claimed invention from the prior art. If the prior art 
structure is capable of performing the intended use, then it meets the claim. In a claim drawn to a 
process of making, the intended use must result in a manipulative difference as compared to the 
prior art. See In re Casey, 152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 459 
(CCPA 1963). Therefore the label of the Scott reference can have a graphical color that is related 
to an industry code used in food safety systems. 
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In regards to Claims 15-17, it would have been an obvious matter of design choice to 
make the first section, the second section, and different portions of the interconnected edges of 
whatever form or shape was desired or expedient. A change in form or shape is generally 
recognized as being within the level of ordinary skill in the art, absent any showing of unexpected 
results. In re Dailey et al., 149 USPQ 47. Therefore, it would have been obvious to modify the 
Scott reference to include any surface area which can be lifted by a finger for the purpose of 
removing the label. 



The prior art references listed in the attached PTO-892, but not used in a rejection of the 
claims, are cited for (their/its) structure. Milliom et al discloses a similar label. 



Prior Art References 



Response to Arguments 



3. 



Applicant's arguments filed on September 30, 2003 have been fiiUy considered but they are 



not persuasive. 



i ) i } 
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In response to applicant's argument that the prior art does not teach or disclose an 
adhesive that is adapted to adhere at temperatures ranging from -40 degree Celsius to 50 degree 
Celsius, the examiner submits that Applicant's admittance on page 4 of the specification to the use 
of an adhesive sold by AVERY DENNISON under the trade name FASSON R- 10 can be used to 
adhere when subjected to particular temperature degrees. Therefore, it would have been obvious 
to one having ordinary skill in the art at the time the invention was made to modify Scott's label 
to include adhesive which can remain adhered at temperatures ranging at -40 degrees Celsius to 
50 degrees Celsius as taught by Applicant's admittance for the purpose of providing adhesion to 
an item exposed to various degrees of temperatures. 



Conclusion 



4. Applicant's amendment necessitated the new ground(s) of rejection presented in this Office 
action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). AppHcant is 
reminded of the extension of time policy as set forth in 37 CFR 1,1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi*om the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 



n 
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will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 CFR 
1.136(a) will be calculated from the mailing date of the advisory action. In no event, however, 
will the statutory period for reply expire later than SIX MONTHS from the date of this final 
action. 



Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Mark T. Henderson whose telephone number is (703)305-0189. The examiner can 
be reached on Monday - Friday from 7:30 AM to 3:45 PM. If attempts to reach the examiner by 
telephone are unsuccessfiil, the examiner supervisor, A. L. Wellington, can be reached on 
(703) 308-2159. The fax number for TC 3700 is (703)-872-9302. Any inquiry of a general 
nature or relating to the status of this application or proceeding should be directed to the TC 3700 
receptionist whose telephone number is (703)308-1 148. 
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